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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

(e) the invention was described in (1 ) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 



Claims 1-8, 10-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Silverman et al. 

At the outset, it is noted that similar claims will be grouped together to avoid 
repetition in explanation. 

As broadly drafted, these claims do not define any structure/step that differs from 
Silverman et al. With regard to claims 1, 2, and 12, Silverman et al. discloses an 
apparatus for coupling a peripheral device to a host comprising: an interface circuit 
(USB Interface 204, for example) configured to receive a request from the host (also 
"host" in Silverman et al.) and present a response to the host; and a serial interface 
engine (SIE 206, for example) configured to generate said response (received via USB 
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interface 204) to said request when the request is a first type of request (standard USB 
request) that the serial interface engine (SIE 206, for example) is configured to 
recognize and pass the request from the interface circuit to an external circuit (208, for 
example) and the response to the request from the external circuit (208) to the interface 
circuit (204) when the request is a second type of request (non-standard USB request) 
that the serial interface engine (SIE 206, for example) is not configured to recognize. 
See also Figs. 3 and 4 and description thereof. 

With regard to claims 3 and 4, it is clear that the external circuit optionally 
comprises an ASIC. With regard to claim 5, it is clear that the apparatus comprises a 
universal serial bus (USB) peripheral device (also "peripheral" in Silverman). 

With regard to claim 6, the logic circuit (see above) is configured to generate the 
response to the request using information received from the external circuit (208, for 
example). See also Figs. 3 and 4 and description thereof). 

With regard to claim 7, it is clear that the USB device of Silverman must strictly 
adhere to USB Protocol set forth in the standard USB Specification. Therefore, a 
descriptor table must be used in Silverman et al. 

With regard to claim 8, it is clear that the USB device of Silverman must strictly 
adhere to USB Protocol set forth in the standard USB Specification. Therefore, an 
enumeration request must be performed in Silverman et al. 

With regard to claim 10, it is clear from Silverman that the logic circuit (see 
above) is configured to pass to the external circuit (208) a request selected from the 
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group consisting of a class request, a vendor request, a custom driver request, and 
requests implemented to support USB specification changes and enhancements. 

With regard to claim 1 1 , the USB device of Silverman must strictly adhere to USB 
Protocol set forth in the standard USB Specification. Therefore, the response from the 
external circuit to USB interface circuit to host must comprise a so-called "stall" signal. 

The handshake can be either: 

ACK: the request is "serviceable." 
NAK: the request is not "serviceable." 

STALL: The specific endpoint is halted or the specific SETUP command is 
not supported. 

With regard to claims 13-20, it is clear that one using the apparatus of Silverman 
et al. would have performed the same steps set forth in claims 13-20. Note also that the 
so-called "response" can be passed either directly from the Silverman et al.'s interface 
circuit or from Silverman et al.'s external circuit. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
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Patentability shall not be negatived by the manner in which the invention was 
made. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Silverman 

et al. 

Silverman et al., as explained above, discloses the claimed invention. However, 
Silverman does not disclose that the USB "request" conforms to USB 2.0 (chapter 9). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to upgrade the USB system of Silverman et al. from USB 1 .0 to USB 2.0, since 
the Examiner takes Official Notice that the use of USB 2.0 is old and well-known; and 
upgrading the USB system of Silverman et al. from USB 1.0 to USB. 2.0 only involves 
ordinary skill in the art for the purpose of increasing the data transfer speed, for 
example. If the Applicants choose to challenge the fact that USB 2.0 is old and well- 
known, supportive document(s) will be provided upon request. 



Response to Arguments 

Applicants 1 arguments filed 8/9/2004 have been fully considered but they are not 
persuasive. 

At the outset, Applicants are reminded that claims subject to examination will be 
given their broadest reasonable interpretation consistent with the specification. In re 
Morris, 127 F. 3d 1048, 1054-55 (Fed. Cir. 1997). In fact, the "examiner has the duty of 
police claim language by giving it the broadest reasonable interpretation." Springs 
Window Fashions LP v. Novo Industries, LP., 65 USPQ2d 1862, 1830, (Fed. Cir. 
2003). Applicants are also reminded that claimed subject matter not the specification, is 
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the measure of the invention. Disclosure contained in the specification cannot be read 
into the claims for the purpose of avoiding the prior art. In re Sporck, 55 CCPA 743, 386 
F.2d, 155 USPQ 687 (1986). 

With this in mind, the discussion will focus on how the terms and relationships 
thereof in the claims are met by the references. Response to any limitations that are not 
in the claims or any arguments that are irrelevant and/or do not relate to any specific 
claim language will not be warranted. 

The Silverman 102 Rejection: 

With regard to claims 1,12, and 13, Applicant argued that Silverman does not 
disclose "automatically generate the response to a request when the request is a first 
type of request that the serial interface engine is configured to recognize." Contrary to 
Applicant's argument, the transactions between the SIE 206, for example, and the host 
are standard USB transactions and therefore, must be in full compliance with USB logic 
according to the standard USB Specification. According to USB logic, transactions can 
be from host to device and from device to host. Each transaction is composed usually 
from three phases: 

Token phase: the host initiates token indicating the future transaction type. 
Data phase: the actual data is transmitted through packet. The data direction 
matches the direction indicated by the token that was transmitted previously. 
Handshake phase: the device will automatically respond by a handshake packet 
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indicating the success or failure of the transaction, or in another word, indicating 
whether the request is serviceable or not. 

Thus, it is clear what if the request is a standard USB request the SIE must 
generate a response, since the standard USB request is recognized by the SIE. See at 
least column 6, lines 11-19, column 7, lines 6-15, and column 9, line 25-47. 

Although it is not argued by the Applicant, it is also noted that Silverman also 
discloses a technique for interfacing signals to and from devices employing disparate 
industry standard function. This technique is preferably implemented by combining an 
ASIC or other custom logic with, for example, a PLD/FPGA on a board, multichip 
module, or preferably on a single integrated circuit device. The single integrated circuit 
(IC) chip combines fixed function(s) and standard interfaces such as standard USB 
interface, and a PLD/FPGA for specific interface/protocol that can be handled by the 
standard USB interface/protocol. USB transactions are handled by the SIE using 
standard USB protocol, and other non-USB transaction, unrecognizable by the SIE via 
USB interface 204 will be handle by the PLD/PGA via the SIE and USB interface. 



The 103 Silverman 103 Rejection: 

Applicant did not separately argue the 103 Rejection. 
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Any inquiry concerning this communication should be directed to Khanh Dang at 
telephone number 703-308-021 1 . 



Khanh Dang 
Primary Examiner 



